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DETAILED ACTION 

Examiner acknowledges a submission of the amendment and arguments filed on 
January 20, 2006. Claim 4 is amended. Applicant Arguments are convincing and the 
Final Status is withdrawn. However, the search revealed a new ground for rejection. 
The Office Action follows. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "third nFET 
connected in series with the first nFET and the second nFET" recited in Claims 3 and 4 
must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Objection, 37 CFR 1. 75(c) 
Claim 8 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. As a matter of fact, Claim 8 
just repeats the same limitation as in Claim 7. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7 and 10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. A reason for that is in a following limitation: "a 
low frequency filter", which contradicts the Specification (Para 31 , page 6) statement: 
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"the trigger circuit 44 is a high pass filter". For purpose of examination the trigger circuit 
was interpreted as a high pass filter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Andresen et al. (US 6,147,538). Regarding Claim 1, Andresen et al. disclose a 
transistor network connected between a voltage source and a ground (shown in Fig. 8), 
a bias network (R3a, R3b in Fig. 8) configured to bias a gate of a first transistor (N1b in 
Fig. 8) to a portion of a voltage value of the voltage source, and a trigger network (R1 , 
P2, P1a, P1b in Fig. 8) communicating the occurrence of an electrostatic discharge to 
the gate of the second transistor (N1a in Fig. 3). 

Regarding Claim 2, Andresen et al. disclose the first and the second n-FET 
devices connected in series (N1a, N1b in Fig. 8). 

Regarding Claim 5, Andresen et al. disclose the voltage divider (R3a, R3b in Fig. 
8) delivering a portion of the supply voltage to the gate of the first transistor (N1 b in Fig. 
8). 
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Regarding Claim 6, Andresen et al. disclose the resistor - capacitor circuit (R1 , 
P2 in Fig. 8) filtering out non-electrostatic discharge events from the gate of the second 
transistor (N1a in Fig. 8). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3 - 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Andresen et al. As per Claim 3, it differs from Claim 2 rejected above by its limitation of 
a third n-FET being connected in series with the first and the second transistor 
supposedly the same way as other transistors. This limitation is addressed by the Court 
Decision In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960). According to MPEP 
2144.04(VI), the Court held that although the reference did not disclose a plurality of 
ribs, the court held that mere duplication of parts has no patentable significance unless 
a new and unexpected result is produced. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have modified the 
Andresen et al. solution by adding the third n-FET connected in series with two other n- 
FETs the same way as other transistors, because according to the Court Decision an 
by analogy, although the reference did not disclose the third transistor, mere duplication 
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of parts has no patentable significance unless a new and unexpected result is 
produced. 

Regarding Claim 4, Andresen et al. disclose a transistor network connected 
between a voltage source and a ground (shown in Fig. 8), a bias network configured to 
bias a gate of a first transistor (N1 b in Fig. 8) to a portion of a voltage value of the 
voltage source and a trigger network (R1 , P1 in Fig. 8) communicating the occurrence 
of an electrostatic discharge to the gate of the second transistor (N1a in Fig. 8). 

As to the third transistor connected in series with the first and the second 
transistor supposedly the same way as other transistors, this limitation is addressed 
above (see Claim 3 rejection). 

Claims 7-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Andresen et al. in view of Lin et al. (US 6,919,602). Regarding 
Claims 7 - 9, 12 - 15, Andresen et al. disclose an upper and lower nFET connected in 
series between a ground rail and a signal pad (813 in Fig. 8), a voltage divider 
(unidentified resistor, R3a, R3b in Fig. 8), a hi-pass filter (R1, P2) connected between 
the signal pad (813 in Fig. 8) and the gates of both the upper and the bottom nFET's 
(through R3a, R3b in Fig. 8) filtering out low frequencies. However, it does not disclose 
the clamp transistors and the RC filter being connected to the power supply rail. Lin et 
al. disclose the clamping transistor (N2 in Fig. 3) and the RC filter being connected to 
the power supply rail (A in Fig. 3). Both references have the same problem solving area, 
namely providing ESD protection. Therefore, it would have been obvious to one of 
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ordinary skill in the art at the time the invention was made to have modified the 
Andresen et al. solution by connecting the clamping transistors and the high-pass filter 
to the power supply rail according to teachings of Lin et al. rather than to the signal pin, 
because when protecting the circuit against ESD event on power supply rails the 
triggering of the clamping circuit should be initiated according to the ESD on the power 
supply rail and the clamping should be applied between the power supply rail and the 
ground, rather than between the ground and signal pad. 

Regarding Claim 16, according to Andresen et al., configuring a gate of the upper 
transistor to be biased to a prescribed value inherently comprises applying a voltage to 
the power rail (Vdd in Fig. 8); otherwise there will be no bias for the gate. 

Regarding Claim 17, according to Andresen et al., configuring a gate of the upper 
transistor to be biased to a prescribed value comprises attaching a bias network to the 
power rail (unidentified resistor, R3a, R3b connected to the power rail Vdd in Fig. 8) 
thus biasing a gate of the upper nFET (N1a in Fig. 8) to a prescribed value. 

Regarding Claim 10, Andresen et al. disclose the voltage divider including 
resistors (R3a, R3b, in Fig. 8). 

Regarding Claims 1 1 and 18, Andresen et al. disclose the high-pass filter 
communicating with a source and a drain of the lower nFET (N1b in Fig. 8); the high- 
pass filter is communicating with the source and drain of the lower nFET delivering the 
signal through transistors (P1a, P1b in Fig. 8) to the drain of the lower nFET and 
through additional resistor (R3b in Fig. 8) to the gate. 
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Regarding Claim 20, Andresen et al. disclose configuring the power supply rail to 
be in communication with a voltage source and the ground voltage (Vdd and ground in 
Fig. 8). 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Andresen et al. As per Claim 19, it differs from Claim 18 rejected above by its limitation 
of the time constant having specific value of one microsecond. The hi-pass filter is 
intended to filter out the low frequencies, therefore its time constant, which is associated 
with a cut-off frequency of the filter, is a result effective variable. Base on the Court 
Decision, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to set the time constant of the filter to a value of one microsecond, 
since it has been held that discovering an optimum value of the result effective variable 
involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 
1980). 

Response to Arguments 

Applicant's Arguments have been given careful consideration but they are mostly 
moot in view of new grounds of rejection. The current Office Action maintains the 
objection to the Drawings, which Applicant has argued in the previous response dated 
July 1 , 2005. The Applicant's Arguments was that it would be obvious to one of ordinary 
skill in the art to be able to utilize such a third nFET and an additional drawing is not 
necessary to facilitate the understanding of the invention. The US Patent Rules 
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paragraph 1.83(a) makes an explicit statement regarding content of the Drawings: 'The 
drawing in a nonprovisional application must show every feature of the invention 
specified in the claims". Therefore the Argument is non-convincing. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zeev Kitov whose current telephone number is (571) 
272 - 2052. The examiner can normally be reached on 8:00 - 4:30. If attempts to reach 
examiner by telephone are unsuccessful, the examiner's supervisor, Brian Sircus can 
be reached on (571 ) 272 - 2800, Ext. 36. The fax phone number for organization where 
this application or proceedings is assigned is (571) 273-8300 for all communications. 



Conclusion 



Z.K. 

2/20/2006 




BRIAN SIRCUS 
SUPERVISORY PATENT EXAMINER 

rec^oLoey cektcr mo 



